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DETAILED ACTION 
Claim Rejections - 35 USC §102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

2. Claims 6-8, 15 and 16 are rejected under 35 U.S.C. 102(b) as being anticipated by US 
Pat. No. 5,593,258 (Matsumoto et al., hereafter '258). 

'258 teaches a tool holder with a conduit with bore 7 having threaded interior sections 7a, 
7b (see figure 1); an adjustment screw having a threaded body section 1 la and a flange section 
12 having a larger diameter than the threaded body section (see figure 1); the threaded body and 
flange sections defining an internal fluid passage (chamfered at area 20 of figure 1) disposed 
axially with the conduit (see col. 4, lines 51-56 and col. 6, lines 1 1-13, for example); a counter 
bore (see reference number 23, figure 1, for example, or reference numbers 22 or 20 of figure 1) 
disposed coaxially with the conduit for receiving a cutting tool 25; a sealing portion (see area of 
reference number 16, 18, 19 or 32 of figure 1) configured to inhibit fluid leakage between the 
flange section 12 and the end surface of the tool; recessed portion 20 (see figure 1). 

3. Claims 6-8, 10 and 15 are rejected under 35 U.S.C. 102(b) as being anticipated by US 
Pat. No. 5,004,382 (Yoshino, hereafter '382). 

'382 teaches a tool holder (see figure 2, for example) with a conduit 3 having a threaded 
interior with a threaded adjustment screw 15 (see figure 1) with threads 16 (see figure 2) which 
engages the threaded interior section of the conduit 3, the screw 1 5 with a flange section having a 
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larger diameter than the threaded body section of the screw 1 5 (see embodiment of reference 
number 35 of figure 4, for example); the threaded body and flange sections defining a chamfered 
internal fluid passage disposed axially with the conduit 3 (see figures 4 and 7, and col. 3, line 61 
through col. 4, line 16, for example); a counter bore (see area of reference numbers 10 and 1 1 of 
figure 2, for example) disposed coaxially with the conduit 3; a sealing portion with a seal 
configured to inhibit fluid leakage between the flange section and the end surface (see col. 3, 
lines 22-24, for example); the adjustment screw 15 with a connection tube on the opposite end of 
the flange section (see area of reference number 40 of Figure 8) with the end portion of the tool 
with a recessed portion disposed proximate the fluid passage (see figure 8). 

Examiner notes that the claims are replete with intended use limitations such as 
"adaptable". Applicant is reminded that the recitation that an element is "adapted to" perform a 
function does not require any structural limitations, it only requires that it be "capable" of 
performing the function. 
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Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

5. Claims 8-14 are rejected under 35 U.S.C. 103(a) as being unpatentable over both '258 
and '382. 

Both '258 and '382 teach all aspects of claim 1. 
Both '258 and '382 teach the use of seals. 

Claims 8-14 are drawn to the various connection embodiments of figures 3A-3H, there 
being no criticality placed on any particular embodiment in Applicant's disclosure. 

It would have been an obvious matter of design choice to make the different connection 
with grooves and male and female parts of whatever form or shape was desired or expedient. A 
change in form or shape is generally recognized as being within the level of ordinary skill in the 
art, absent any showing of unexpected results. In this instance, there does not appear to be any 
criticality on any claimed shape. Furthermore, since Applicant has not disclosed that any 
particular claimed embodiment for a seal between two parts provides an advantage, is used for a 
particular purpose, or solves a stated problem, one of ordinary skill in the art would have 
expected Applicant's invention to perform equally well with the seals of either'258 or '382 since 
the purpose of both the prior art and Applicant's invention is to provide a "seal" between to 
parts. 
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Response to Arguments 
6. Applicant's arguments filed 27 March 2006 have been fully considered but they are not 
persuasive. 

Applicant asserts that neither Matsumoto '258 or Yoshino '382 teach a seal as claimed. 

Independent claim 6 has the limitation of "a sealing portion configured to inhibit fluid 
leakage between the flange section and the end surface". 

Examiner notes that there is no location or structural limitation to the "sealing portion". 
The only limitation is that it is "configured" to "inhibit" leakage between the flange section and 
the end surface. 

Matsumoto '258 teaches the claimed structure of the flange section and end surface of the 
tool. The cited "sealing portion" of the device provides a connection between the main sleeve 1 
and the subholder body 10. There is cutting fluid flowing through the holder, and the "sealing 
portion" of the elastic member 16, tapered sleeve 17, o-ring 19, snap ring 19 provide for a 
sealing portion between the flange section and the end of the surface to "inhibit" fluid leakage 
between the flange section 12 and the end surface of the tool. 

Yoshino '382 teaches the claimed structure of the flange section and end surface of the 
tool with a "sealing portion" provided between the two for a mist chamber. As stated by 
Applicant, '382 discloses a mist chamber sealed airtightly by a seal bearing. Examiner notes that 
there is no claimed structure to Applicant's "sealing portion". The structure of '382 provides for 
a seal to prevent the fluid in the mist chamber from flowing uncontrollably through the tool 
holder between the flange and the end surface. 


Application/Control Number: 10/710,458 Page 6 

Art Unit: 3722 

Regarding Applicant's arguments to claims 8-14, Applicant's arguments as to the 
dependent claims fail to comply with 37 CFR LI 11(b) because they amount to a general 
allegation that the claims define a patentable invention without specifically pointing out how the 
language of the claims patentably distinguishes them from the references. 

As was stated in the previous office action, the limitations of claims 8-14 are varying 
embodiments of the shape and location of the seal. Applicant has placed no criticality on any 
shape or location of the sealing portion. 

Conclusion 

7. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Dana Ross whose telephone number is 571-272-4480. The 
examiner can normally be reached on Mon-Thurs. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Boyer Ashley can be reached on 571-272-4502. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 


Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 


Information regarding the status of an application may be obtained from the Patent 
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